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IN THE UNITED STATES PATEm* AND TRADEMARK OFFICE 
DN A01395 

In le application of: Richard Mar^ Jacobson, et.al. 

Serial No.: 10/630^82 : Group Art Unit: 1616 

Filed: 07/30/2003 : Examiner: S.Qazi 

For: STABLE ETHYLENE INHIBITING COMPOUNDS AND METHODS 

FOR THEIR PREPARATION 



MAIL STOP APPEAL BRIEF - PATENTS 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

APPEAL BRIEF 

Hus is an appeal fiom the Final Rejection dated February 14, 2007 finally 
rejecting claims 2 to 4. Claims 2 to 4 are being appealed, claims 1 and 5 to 8 having been 
■withdrawn from condderation but subject to rejoinder. The appealed claims are set out in 
Appendix J. Appellants filed a Notice of Appeal piursuant to 37 C.F.R. § 1.191 on Jime 
25, 2007. 

0&/87/S007 HLE333 00000029 161850 1063028S 
01 FC:1402 500.00 DA 
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(O Real Party In Interest 
The owner of the present application and the invention contained therein i$ 
ROHM AND HAAS COMPANY. 
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(P) Related Appeala. Interferences or JndicjUtl.Eroceedjngs 
No appeals, mterferences or judicial proceedings are known to Appellants, the 
/^pellants' legal representative, or the assignee which will directly affect or be directly 
affected by or have a bearing on the Board's decision in the pending appeal. 
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fE) Status Of Claims 

The status of the claims is as foUovvs: 
Claims pending: 2-4 
Allowed claims: none 
Claims objected to: none 
Claims canceled: none 
Claims rejected: 2 -4 
Claims on appeal: 2-4 

Claims withdrawn firom consideration by the Examiner: 1 and S - 8. 
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fF> Status Of Amendments 
Appellants filed an Amendment after Final Rejection on April 1 6, 2007. The 
Advisory Action mailed on May 23, 2007 did not indicate whether or not the Amendment 
would be entered for purposes of appeal. However, as tihie proposed amendment was 
strictly for clarification and at the suggestion of the Examiner, the claims presented and 
argued hejiein include the amendments made in the Amendment after Final Rejection. 
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(G) Summary of Claimed Subject Matter 
Claim 2. Hie present invention provides a cyclopropane compovrad selected from the group consisting 
of: {Page 3, line 9 to Page 4, line 1] 





VI 





(L)P 



VII 

wherein: 

a) each r', R^, R^, and R"* is independently a group of the formula: [Page 4 line 
8 to Page 4 line 13] 

i) p is an integer from 3 to 10; 
q is an integer from 4 to 1 1; 
n is an integer from 0 to 12; 

ii) each L is independently selected from a member of the group D, E, or J 
[Page 4, line 14 to Page 5, line 15] 

D is of the f<mnula: 
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X X 

I I 11 II II II 

Y Y -^C--. ---C--. ^C--^ -^C- 

9 f 7 ^ t 



£ is of the fonnula: 



-B— -^^-^ X i X X 



N=C .C=N 

> 

J is of the fonnula: 

C 

.N=N 



, , or ; and 



» > > s 

Y 

^ ,or -C^C- 

A) each X and Y is mdq>endently a group of the fonnula: 

and 

B) m is an mteger from 0 to 8; and 

C) no more than two E groups are adjacent to each other and no J 
groups are adjacent to each other. 
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iii) each Z is independently selected from: [Page 5, linie 16 to Page 6, line 13] 

A) hydrogen, halo, cyano, nitro, nitroso, azido, chlorate, btomate, iodate^ 
isocyanato, isocyanido, isothiocyanato, pentafluorothio, or 

B) a group G, wherein G is an unsubstituted oi substituted; unsaturated, 
partially saturated, or saturated; monocyclic, bicyclic, tricyclic, or 
fused; earbocyclic or heterocyclic ring system wherein; 

1) when the ring system contains a 3 or 4 membered heterocyclic 
ring» the heterocyclic ring contains 1 heteroalom; 

2) when the ring system contains a 5, or more, membered 
heterocyclic ring or a polycyclic heterocyclic ring, the heterocyclic 
or polycyclic heterocyclic ring contains from 1 to 4 hcteroatoms; 

3) each heteroatom is independently selected ftoxn N, O, and S; 

4) thenumberofsubstituentsisfiomOtoSandeachsubstituentis 
independently selected from X; 

b) and are selected from F, CI, Br, I, alkoxy, acyloxy, 
alkoxycarbonyloxy^ aminocaxbonyloxy, alkylaminocarbonyloxy, 
dialkylaminocarbonyloxy, alkylsulfonyloxy, and arylsulfonyloxy; [Page 6, 
lines 14-16] 

c) provided that at least one of and is I; [Page 6, line 17] and 

d) the total number of non^hydrogen atoms is 50 or less* [Page 6, lines 18-19] 
Such compounds are useful as stable precursors \ised to generate cyclopropenes which, in 
turn, are useful to inhibit the ethylene response in plants. [Page 2, lines 10-16, Page 3, 
lines 1-3 and 
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CHljSroiinds of Rejection to be_Reviewed on An Deal 
Claims 2-4 stand rejected on the ground of obviou$nesS'type double patenting 
over US 7,041,625 ("'625") and US 6.770.600 ("'600*') in view of Moiriscm & Boyd, 
Chapter 6. pp 177-188 ("Morrison & Boyd"); under 35 U.S.C. § 103(a) over US 
3,265,745 ("Seyferth"); and under 35 U.S.C. § 103(a) over J: Chem. Soc. Petkin Tram 1, 
1986, ppm5-1853 ("Baird"). 
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(D Argument 



Regarding Double Patenting: 

Claims 2-4 are rejected on the ground of obviousne$$-type double patenting as 
being unpatentable over claims 1 and 2 of US 7,041,625 ('"625") and claims 7-10 of US 
6.770,600 C**600") in view of Morrison & Boyd, Chapter 6, pp 177-188 ("Morrison & 
Boyd'*). 

a- The Appealed Claims 2-4 are Patentablv Distinct From the Claims of *60Q and 



The cited patents, '625 and '600, each disclose the use of cyclopropene 
compounds to inhibit the ethylene response in plants. *600 discloses a system for the 
delivery of such cyclopropene compounds to plants. The invention disclosed in '600 
does not utilize in any way the compounds of appealed Claims 2-4. As such, tihe 
invention disclosed in *600 can easily be practiced in light of Appellants* invention. 
Appellants' claims would not inhibit one from practicing the invention disclosed in *600 
in any way. Conversely, the claims of *600 would not prevent one from practicing the 
invention of appealed claims 2-4. As a result, as far as '600 goes, there would be no 
unjustified or improper extension of the right to exclude should Appellants' claims be 
granted. Therefore, the purpose of a double patenting rejection does not apply as regards 
*600. *625 relates to the use of compounds of the formulae: 
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to inhibit the ethylene response in plants. Compounds of these foimulae would be 
produced by Appellants* method of now withdrawn claim S by using the compounds of 
appealed claims 2-4 as precursor compounds. However, as provided in '625, there arc 
many other methods which can be used to prepare the compounds of the above formulae 
which do not involve the compounds of appealed claims 2-4. As a result, one could still 
practice the invention of '625 if Appellants' claims were granted Conversely, the claims 
of '625 would not prevent one from practichig the invention of appealed claims 2-4. So 
again, there would be no unjustified or improper extension of the right to exclude should 
Appellants- claims be granted. 

Appellants* invention provides precursor compoimds which can be used in a 
method to generate cyclopropene compounds which subsequently <^ be utilized in the 
inventions of *600 and •625, but would in no way prevent the use of such cyclopropene 
compounds themselves. 

The Prior A rtJFails to Provide a Motivation to Combine the References so as 
to Pyodwg th^ Qmm^ iBvention 

Morrison & Boyd merely discloses general reactions of double bonds, including a 
large variety of reactions that can be used to convert double bonds to saturated bonds* 
Hovvcver, there is no teaching or suggestion in Morrison & Boyd that such a process can 
be used as a method to stabilize a cyclopropene double bond so that the cyclopropene can 
later be regenerated. The potential energy diagram in Fig 6.3 of Morrison & Boyd cited 
by the Examiner to support the fact that a saturated bond is more stable than an 
unsaturated bond only discloses the potential energy relationship for hydrogenation of 
linear double bonds, not those found in highly strained cyclic compounds such as 
cyclopropenes. Appellants' invention is compounds which can serve as cyclopixipene 
precursor compounds- Nothing in Morrison & Boyd would lead one skilled in the art to 
take the cyclopropene compounds disclosed in '625 and '600 and convert them to their 
saturated cyclopropane analogs with the expectation tfiat the cyclopropene compound 
would then be subsequently regenerated fiom the cyclopropane analog. This, in effect. 
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would add two additional steps to utilize the inventions disclosed in *625 and '600* For 
these reasons, it would not have been obvious to one skilled in the art to perform such 
reactions. 

Regarding rejection 1 under 35 US.C § 103(a) over US 3^65,745 ("Seyferth"): 

Claims 2-4 are rejected under 35 USC §1 03(a) as being unpatentable over 
Seyferth et al (US Patent 3,265,745) in that Seyferth discloses dihalocyclopropanes. 

The Prior Art Fails to Provide a Motivation to to Pro duce the Claimed Invention 

The disclosure of Seyferth would not motivate one skilled in the art to prepare 
Appellants* cyclopropane compounds. Contrary to the statement in the Office Action, 
Seyferth discloses gew-dihalocyclopropanes, not l,2-dihalocyclopK>panes. The 
Examiner has cited Seyferth, col 1, lines 23-27» as teaching such 1,2-dihalo compounds. 
/4>pellant$ respectfully submit that the Examiner is missreading the reference. The 
Examiner states that ool.l , lines 23-27 teaches: "1,1 -dihalo cyclopropanes means either 
1,1 dihalo cyclopropane itself or compounds having substituents on either of the other 
two carbon atoms in the cyclopropene ring'* and that this is a teaching of 1 ,2- 
dihalocyclopropanes. In fact, Seyferth states: "By the term 1,1 dihalocyclopropanes it is 
meant either l,l«dihalocyclpropane itself or compounds having sustituents on either one 
or both of the other two carbon atoms in the cyclopropane ring, i.e., the carbon atoms 
numbered 2 and 3 in the cyclopropane ring.'* It it Appellants' position that this statement 
defines UlnJihalocyclopropane or a l»l-dihalocyclopropane with additional substituents 
on one or more of the 2 and 3 positions, not a 1,2-dihalocyclopropane. Seyferth clearly 
teaches and, in fact requires, cyclopropanes that must be 1,1 -dihalo substituted, i.e., 
compounds in which both of tihe key halo substituents are on the same carbon. These are 
significantly different from the 1,2-substituted cyclopropanes of Appellants, i.e., 
compounds in which the key halo substituents are on adjacent carbons. There is no 
teaching or suggestion in Seyferth that would motivate one skilled in the art to prepare 
I >2-disubstituted cyclopropanes. The motivation of Seyferth was to provide a novel route 
to 1,1-dihaIocyclopropanes (see coL 1, lines 10-12). Seyferth's method always results in 
the formation of a ge/ra-dihalo -substituted three membered ring compound because the 
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method generates a dihalocarbene adduct which adds to a double bond (see col. 2, Imes 
1 0-12 and col 3, lines 23-24 and 35-37). Appellants' compounds, on the other hand, 
require a l,2'-$ubstituted cyclopropane. 

Furthermore, there is no suggestion that such compounds are useful precursors for 
the production of cyciopropenes with ethylene inhibition activity. The gem- 
dihalosubstituted compounds of Scyferth are used for entirely different pruposes (see coL 
5, line 59 to col. 6, line 2) and, in fact, cannot be converted to the cyclopropenes of 
Appellants* Structures 1-IV using Appellants' processes (see withdrawn claim 5). As a 
resuh» one skilled in the art and familiar with Seyfertfa would not be motivated to prepare 
Appellants* compounds. 

Regardmg rejection 2 under 3S U.S-C § 103(a) over J. Chent Soc. Perkin Trans 
1986, pp 1845*1853 ^Baird'') 

Claims 2-4 are rejected under 35 USC 103(a) as being unpatentable over Baird ct 
al. /. ChenL Soc. Perkin Trans i, 1986, pp 1845-1853 C'Baird") in that Baird teaches 
addition of substitutents to cyclopropenes to prepare cyclopropanes. 

-The.Prjojr Art Fails to Provide a Motivation to to Prod uce the Claime(LInvcntion 

Baird teaches the preparation of 1-halocycIopropenes by treatment of 1,1,2- 
trihalocyclopropanes with methylUthium. Thioughout the reference, Baird teaches that 
"halogen = bromine, chlorine". There is no disclosure, teaching, or su^estion that the 
halogen can be iodo. All of Appellants' claimed compounds require at least one iodo 
substituent (as substituents labeled Wl and/or W2). Baird teaches the preparation of 1- 
halogenocyclopropenes fix>m l,l,2-trihalogencyclopropane$ (halogen ^ bromine, 
chlorme) which are then lithiated by lithium-halogen exchange to give 1- 
lithiocyclopropenes which are then trapped by electrophiles (See the abstract.) Baird's 
motivation was: . . part of a broad examination of the chemistry of tri- and tetra- 
halogenated cyclopropanes...". (Seep. 1845, second paragraph.) Thus, the motivation 
of Baird, to foim a 1 -halogenocyclopropene, where the halogm is bromine or chlorine, to 
be subsequently converted to a l-lithiocydopropene in a study of reaction chemistry, is 
significantiy different from that of Appellants. Appellants' motivation is to provide 
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stable precursors of cyolopropenes by converting the cyclopropenes to lodo-substituted 
cyclopropanes, which can subsequently be converted back to the cyclopropenes (see the 
Specification page 2, lines 17-21) using the method of withdrawn claim 5. The 
cyclopropene is then subsequently used to antagonize the ethylene response in a plant 
using the method of withdrawn claim 8. Appellants respectfully submit that the prior art 
could not have suggested to one skilled in the art stabilization of unstable cyclopropene 
molecules by converting them to their more stable cyclopropane analogs. Appellants 
claims 2 - 4 are claims to such stable cyclopropane analogs. 



Based on the foregoing, Appellants respectfully submit that the pending claims 
are currently in condition for allowance. Appellants respectfully request the Board to 
pass the pending claims to allowance. 

Enclosed herewith, Appellants have filed a Certificate of Mailing to establish the 
timely filing of this Appeal Brief 

ITie Conmiissioner is hereby authorized to charge any additional fee which may 
be required^ or to credit any overpayments to Deposit Account 1 8-1 850. 



Patent Department, 7th Floor 
Rohm and Haas Company 
100 Independence Mall West 
Philadelphia, PA 19106-2399 
Date: August 24, 2007 



CONCLUSION 



Respectfully submitted, 




Thomas D. Rogerson 
Attorney for Applicants 
Registration No. 38,602 
Telephone: 215-619-1569 
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f J) Claims Appendix 

2. (Currently Amended) A cyclopropane compound oomprioing a otructuic selected from the group 
consisting of: 




VII aad VIII 



v^ierein: 

a) each R^R^R^ and R'* 35 independently a groiq;> of the formd^^ 

i) p is an integer from 3 to 10; 
q is an integer from 4 to 11; 
n is an integer from 0 to 1 2; 

ii) each Lis independently selected ftom a member ofthe group D,B, or J 
D is of tibe formula: 
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X 

1 






1 

Y 


0 

II 


Y 

> 




c=c 


> 

,or 


=c 

V. 



X^^^Y X^ 



s 

II II 



E is of the formula: 



NX 

II 



0 

> 


r 


If 

II 
0 


? X y 


3^ 

> 






X 


X X 

* 


C=N^ 
X 

7 


N=C 

\ 




/ 

N 

,or 


0 

11 

^ ;and 





J is of the formula: 

N=N^ /N=N N=N^ '-N=C=N^ 

,C=C=C-. 
X -C=G- 

A) each X and Y is independently a group of the formula: 
and 

B) m is an integer from 0 to 8; and 

C) no more than two E groups are adjacent to each other and no J 
groups are adjacent to each other; 
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iii) each Z is independently selected from: 

A) hydmgen, halo, cyano, nitto» nitroso, azido, chlorate, bromate, iodate, 
isocyanato» isocyanido^ isothiocyaBiato, pentafluorothio, or 

B) a group G, wherein O is an unsubstituted or substituted; unsaturated, 
partially saturated, or saturated; monocyclic, bicyclic, tricyclic, or 
fused; carbocyclic or heterocyclic ring system wherein; 

1 ) when (he ring system contains a 3 or 4 membered heterocyclic 
ring, the heterocyclic ritig contains 1 heteroatom; 

2) when the ring system contains a or more, membered 
heterocyclic ring or a polycyclic heterocyclic ring, the heterocyclic 
or polycyclic heterocyclic ring contains jfrom 1 to 4 heteroatoms; 

3) each heteroatom is independently selected firom N, O, and S; 

4) the number of substituents is from 0 to S and each substituent is 
independently selected from X; 

b) and are selected from CI, Br, I, alkoxy, acyloxy, 
alkoxycarbonyloxy, aminocarbonyloxy, alkylammocarbonyloxy, 
dialkylaminocarbonyloxy, alkylsulfonyloxy^ and arylsulfonyloxy; 

c) provided that at least one of and is I; and 

d) the total number of non-hydrogen atoms is SO or less. 

3. (Original) The compound of claim 2 wherein each of Wl and W2 axe L 

4, (Original) The compotmd 1,2-diiodo-l-methylcyclopropane. 
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(U Related Proceedings Appendix 
There are no related proceedings. 
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